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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 5, 9-12, 14, 18-21, 23, 27-33, 35-39, 41, 45-51, and 53-54 are 
rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent No. 6322260 to 
Manico et al. 

Regarding claim 1, Manico discloses a method for printing an image directly from 
a film using a printer, where the printer may also function as a printer for a computer, 
comprising the steps of: inserting the film into a film slot of the printer (see Figs. 1, 10c, 
and 15, column 4 lines 3-5 and 22-36, and column 6 lines 41-56), scanning at least one 
selected digital image from the film (see column 4 line 61 -column 5 line 8), storing the at 
least one digital image that was scanned in memory (see Figs. 10e, 10g, and 15 (314) 
and column 9 lines 42-44, reference shows that a user can chose to store the images 
that have been scanned into the system and which will be stored in computer memory), 
and printing the at least one digital image (see column 10 line 54-column 1 1 line 12). 
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Regarding claim 10, Manico discloses a method for using a printer to provide at 
least one print from a film, where the printer may also function as a printer for a 
computer, comprising the steps of: scanning a desired portion of the film in the printer to 
provide a digital image (see column 4 line 61 -column 5 line 8, column 7 lines 13-19, and 
column 9 lines 1-6) and printing the digital image (see column 10 line 54-column 11 line 
12). 

Regarding claim 19, Manico discloses a printer for, as well as printing output 
from a computer, printing images directly from a film, comprising: at least one paper- 
feeding slot, arranged to allow paper to feed into a printing mechanism of the printer 
(see Fig. 14 (232)), at least one film-feeding slot, arranged to feed film into a scanner 
(see Figs. 1, 10c, and 15, column 4 lines 3-5 and 22-36, and column 6 lines 41-56), the 
scanner, coupled to a control unit, for scanning at least one image from the film and 
storing at least one image in a memory (see Figs. 1 (40), 10g, and 15 (314) and column 
4 line 61 -column 5 line 8), the memory, coupled to the scanner and to the control unit, 
for storing the at least one image that is scanned (see Fig. 10g and 15 (314)), the 
printing mechanism, coupled to the control unit and arranged to receive paper from the 
paper-feeding slot, for printing the at least one image that is scanned (see Fig. 14 and 
column 10 line 54-column 1 1 line 12), and the control unit, coupled to the printing 
mechanism, the memory, the scanner and arranged to initiate feeding of the paper into 
the printing mechanism and the film into the scanner in a predetermined fashion, for, in 
response to user input, causing the scanner to scan a selected portion of the film to 
provide the at least one image, store the at least one image in the memory and print the 
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at least one image on the paper (see column 6 lines 22-35, reference states that the 
computer is the central control unit for the entire system and interacts with all the 
attached devices). 

Regarding claim 37, Manico discloses a printer for, as well as printing output 
from a computer, printing images directly from a film, comprising: at least one paper- 
feeding slot, arranged to allow paper to feed into a printing mechanism of the printer 
(see Fig. 14 (232)), at least one film-feeding slot, arranged to feed film into a scanner 
(see Figs. 1 (40), 10g, and 15 (314) and column 4 line 61 -column 5 line 8), the scanner, 
coupled to a control unit, for scanning at least one image from the film (see Figs. 1 (40), 
10g, and 15 (314) and column 4 line 61 -column 5 line 8), the printing mechanism, 
coupled to the control unit and arranged to receive paper from the paper-feeding slot, 
for printing the at least one image from the film (see column 6 lines 22-35, reference 
states that the computer is the central control unit for the entire system and interacts 
with all the attached devices), and the control unit, coupled to the printing mechanism 
and the scanner and arranged to initiate feeding of the paper into the printing 
mechanism and the film into the scanner in a predetermined fashion, for, in response to 
user input, causing the scanner to scan a selected portion of the film to provide the at 
least one image and send the at least one image to the printing mechanism and the 
printing mechanism to print the at least one image on the paper. 

Regarding claims 2,11, 20, and 38, Manico discloses the system discussed in 
claims 1, 10, 19, and 37, and further discloses wherein the at least one selected digital 
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image is selected from a menu of images available on the film (see Figs. 1 Og, 1 0h, 11, 
and 12 and column 9 lines 46-54). 

Regarding claims 3 and 12, Manico discloses the system discussed in claims 2 
and 1 1 , and further discloses wherein the menu includes selection of a number of each 
digital image of the film that is desired to be printed (see Fig. 1 1 and 12 and column 9 
line 63-column line 4). 

Regarding claims 5, 14, 23, and 41, Manico discloses the system discussed in 
claims 1 , 1 1 , 20, and 38, and further discloses wherein a size of the digital image 
printed is selectable at the printer from a plurality of output image sizes (see column 9 
lines 56-58 and column 10 line 64-column 11 line 12). 

Regarding claims 9, 8, 27, and 45, Manico discloses the system discussed in 
claims 1 , 11, 19, and 37, and further discloses wherein the film is one of: a film with a 
negative image and a film with a positive image (see column 3 lines 58-66, column 5 
lines 9-47, and column 6 line 60-column 7 line 53). 

Regarding claims 21 and 39, Manico discloses the system discussed in claims 
20 and 38, and further discloses wherein the menu selection unit further provides for 
selection, by the user, of a designation of each image of the film that is desired to be 
printed (see Figs. 10g, 11, and 12 and column 9 lines 1-6 and 46-54). 

Regarding claims 28 and 46, Manico discloses the system discussed in claims 
19 and 37, and further discloses wherein the computer is coupled to at least one of the 
control unit and the scanner, for uploading scanned images to the computer for storage 
(see Figs. 1, 10g, and 15 (314), column 5 lines 1-6, and column 6 lines 30-33). 
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Regarding claims 29 and 47, Manico discloses the system discussed in claims 
19 and 37, and further discloses wherein the scanner includes a first digital imaging 
device (see column 4 line 61-column 5 line 8). 

Regarding claims 30 and 48, Manico discloses the system discussed in claims 
29 and 47, and further discloses wherein the first digital imaging device is one of: a 
charge-coupled device and a complementary metal-oxide semiconductor (see column 4 
line 61-column 5 line 8). 

Regarding claims 31 and 49, Manico discloses the system discussed in claims 
19 and 37, and further discloses wherein the printer includes a removable storage unit, 
removably coupled to the control unit and the scanner, for storing the at least one image 
in the removable storage unit (see Fig. 15 (318) and column 6 lines 47-53). 

Regarding claims 32 and 50, Manico discloses the system discussed in claims 
31 and 49, and further discloses wherein the removable storage unit is one of a flash 
memory card and a writable compact disc (see Fig. 15 (318) and column 6 lines 47-53). 

Regarding claims 33 and 51, Manico discloses the system discussed in claims 
19 and 37, and further discloses wherein the printer includes a display, coupled to the 
control unit and the scanner, for displaying the at least one image (see Figs. 10g, 14, 
and 15 and column 5 lines 1-6). 

Regarding claims 35 and 53, Manico discloses the system discussed in claims 
19 and 38, and further discloses wherein the menu selection unit further provides for 
selection of at least one of: zooming in, zooming out, cropping, removing "red eye" from 
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the image and directing scanning of a selected plurality of images (see column 9 lines 
56-58). 

Regarding claims 36 and 54, Manico discloses the system discussed in claims 
19 and 37, and further discloses wherein the at least one film feeding slot is coupled to 
a film-feeding device that passes film over the scanner (see column 4 lines 46-49 and 
column 5 lines 36-47). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4, 13, 22, and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Manico as applied to claims 2, 1 1, 20, and 38 above, and further in 
view of U.S. Patent No. 6157459 to Shiota et al. 

Manico discloses a menu that includes selection of a desired print (see Fig. 10g). 

Manico does not disclose expressly wherein the menu includes selection of a 
desired number of prints of each selected digital image. 

Shiota discloses wherein the menu includes selection of a desired number of 
prints of each selected digital image (see Fig. 2 and column 4 lines 17-21, 41-44, and 
49-56). 
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Manico & Shiota are combinable because they are from the same field of 
endeavor, printing images created by scanning a film. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the number of prints selection aspect of Shiota with the 
system of Manico. 

The suggestion/motivation for doing so would have been to allow a single print to 
be output a plurality of times so as to increase user efficiency and decrease time wasted 
if only one print could be completed at any one time. It is well known in the art to allow 
the user to select the number of prints to be output to a printing device. 

Therefore, it would have been obvious to combine Shiota with Manico to obtain 
the invention as specified in claims 4, 13, 22, and 40. 

Claims 6-8, 15-17, 24-26, and 42^4 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Manico as applied to claims 1,11,19, and 37 above, and 
further in view of U.S. Patent No. 6313870 to Inoue et al. 

Regarding claims 6, 15, 24, and 42, Manico does not disclose expressly wherein 
the film slot is one of a plurality of film slots. 

Inoue discloses wherein the film slot is one of a plurality of film slots (see column 
3 lines 40-48, 50-52, and 60-67 and column 4 lines 18-22). 

Regarding claims 7, 16, 25, and 43, Manico does not disclose expressly wherein 
one of the plurality of film slots is a slot arranged to accommodate a film strip for 35 mm 
film. 
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Inoue discloses wherein one of the plurality of film slots is a slot arranged to 
accommodate a film strip for 35 mm film (see column 3 lines 60-67). 

Regarding claims 8, 17, 26, and 44, Manico does not disclose expressly wherein 
one of the plurality of film slots is a slot arranged to accommodate a slide for 35 mm 
film. 

Inoue discloses wherein one of the plurality of film slots is a slot arranged to 
accommodate a slide for 35 mm film (see column 3 lines 60-67). 

Manico & Inoue are combinable because they are from the same field of 
endeavor, digitizing photographic film. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the plurality of different input adaptors arranged to 
accommodate slides and film strips for 35 mm film, the idea as described by Inoue with 
the system of Manico. 

The suggestion/motivation for doing so would have been provide a plurality of 
different input film slots to allow different types and sizes of film to be processed as is 
commonly practiced in the art. 

Therefore, it would have been obvious to combine Inoue with Manico to obtain 
the invention as specified in claims 6-8, 15-17, 24-26, and 42-44. 

Claims 34 and 52 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Manico as applied to claims 33 and 51 above, and further in view of U.S. Patent 
No. 6122069 to Kendall et al. 
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Manico does not disclose expressly wherein the display is further coupled to a 
second digital imaging device to show live pictures being captured by the second digital 
imaging device and to allow the user to center the at least one image before printing. 

Kendall discloses wherein the display is further coupled to a second digital 
imaging device to show live pictures being captured by the second digital imaging 
device and to allow the user to center the at least one image before printing (see Fig. 6, 
column 2 lines 34-48, and column 6 lines 36-47). 

Manico & Kendall are combinable because they are from the same field of 
endeavor, scanning and printing of images. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the display of a live image, which is being captured by a 
scanner, and the manipulation of said image as described by Kendall with the system of 
Manico. 

The suggestion/motivation for doing so would have been to provide image repair 
and manipulation prior to saving an image to provide a user with more control 
appearance of the final image as is most commonly done in systems with plate 
scanners and associated software for personal computers. 

Therefore, it would have been obvious to combine Kendall with Manico to obtain 
the invention as specified in claims 34 and 52). 

Claims 55-56 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manico. 



Application/Control Number: 09/916,389 Page 1 1 

Art Unit: 2622 

Regarding claim 55, Manico discloses wherein the control unit sends scanned 
information to the printing mechanism for printing without intermediate storage of the 
scanned information (see Fig. 10g and column 5 lines 1-6, reference shows that the 
images can be selected for printing without being stored in memory which is analogous 
to the claim limitation). 

Manico does not discloses expressly wherein the control unit includes a 
processor programmed with a predetermined scheme that sends scanned information 
to the printing mechanism for printing without intermediate storage of the scanned 
information. 

However, it is well know in the art that a control unit can be programmed with a 
predetermined scheme to send scanned information to the printer without intermediate 
storage of the scanned information, which can be seen commonly in plate scanners 
attached to personal computers for scanning and printing images which send the image 
directly from the scanner to the printer without intermediate storage of the image. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a control unit that can be programmed with a 
predetermined scheme to send scanned information to the printer without intermediate 
storage of the scanned information. 

Regarding claim 56, Manico discloses wherein the scanner sends scanned 
information to the printing mechanism for printing without intermediate storage of the 
scanned information (see Fig. 10g and column 5 lines 1-6, reference shows that the 
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images can be selected for printing without being stored in memory which is analogous 
to the claim limitation). 

Manico does not discloses expressly wherein the scanner includes a processor 
programmed with a predetermined scheme that sends scanned information to the 
printing mechanism for printing without intermediate storage of the scanned information. 

However, it is well know in the art that a scanner can be programmed with a 
predetermined scheme to send scanned information to the printer without intermediate 
storage of the scanned information, which can be seen commonly in plate scanners 
attached to personal computers for scanning and printing images which send the image 
directly from the scanner to the printer without intermediate storage of the image. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a scanner that can be programmed with a predetermined 
scheme to send scanned information to the printer without intermediate storage of the 
scanned information. 

Thus, it would have been obvious to alter Manico with information known in the 
art to obtain the invention is claims 55 and 56. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show the state of the art refer to U.S. Patent numbers 
5388252 (Dreste et al.), 5430525 (Ohta et al.), 5617185 (North), 5841885 (Neff et al.), 
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5917929 (Marshall et al.), 5940169 (Masutani), 6353487 (Fredlund et al.), 6670988 
(Gallagher et al.), and 6765691 (Kubo et al.). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (571 ) 272-7402. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 
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